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REMARKS 

The following remarks are submitted to address the above amendments and issues raised 
in the Official Action mailed January 16, 2007. 

A Request for Extension of Time to extend the period for responding to this Office 
Action to July 16, 2007, is filed herewith. 

Upon entry of the foregoing amendments, claims 1-23, 25-30, and 32-34, and 36-40 are 
now pending in this application. Claims 24, 31, and 35 stand rejected under 35 USC § 112, first 
paragraph, as failing to comply with the written description requirement. Claims 1-3, 5-9, 11-16, 
18-23, 25-30, 32-34, and 36-40 stand rejected under 35 USC § 102(b) as being anticipated by 
U.S. Patent No. 4,619,278 to Smeed et al. Claims 4, 10, and 17 stand rejected under 35 USC § 
103(a) as being unpatentable over Smeed et al. in view of U.S. Patent No. 5,200,020 to Collins et 
al. 

No new matter has been added. Support for requested amendments can be found in the 
original claims and throughout the original specification and drawings. Applicant respectfully 
requests consideration of the application in light of the above amendments and the following 
remarks. 

Claims 24, 31, and 35 — 35 USC § 112, First Paragraph 

The rejections of claims 24, 31, and 35 under 35 USC § 1 12, first paragraph, as failing to 
comply with the written description requirement are respectfully traversed. 

The Official Action states that the claims contain subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention; 
that the specification does not support adding additive material via the claimed roller assembly to 
the web and then reeling the paper web onto a second bobbin as claimed; and that the 
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specification only discloses using the roller assembly in connection to a cigarette-making 
machine but not with winding the coated wrapper onto a second bobbin. (Official Action, p. 2.) 

Applicant respectfully cancels claims 24, 31, and 35 herein. Therefore, the rejections of 
claims 24, 31, and 35 are now moot. 

For all of these reasons, the Office is respectfully requested to withdraw the rejections of 
claims 24, 31, and 35 under 35 USC § 1 12, first paragraph. 

Claims 1-3, 5-9, 11-16, 18-23, 25-30, 32-34, and 36-40 — 35 USC $ 102(b) 

The rejections of claim 1-3, 5-9, 11-16, 18-23, 25-30, 32-34, and 36-40 under 35 USC § 
102(b), as being anticipated by Smeed et al. are respectfully traversed. 

Claim 1 of the present invention, as amended, claims "[a]n apparatus for producing a 
bobbin of wrapping material having a pattern of additive material applied thereto, the apparatus 
comprising: (i) means for supplying from a first bobbin a continuous strip of paper web of a 
wrapping material for a smokable rod; (ii) means for applying a predetermined pattern of 
virtually identical, spaced-apart bands of the additive material to the paper web, each band 
essentially perpendicular to a longitudinal axis of the wrapping material, (iii) means for 
controlling heat to which the paper web is subjected; and (iv) means for winding the paper web 
having the additive material applied thereto onto a roll, the roll comprising a second bobbin of 
wrapping material having the additive material applied thereto." (Claim 1, emphasis added.) 

Claim 7 of the present invention, as amended, claims "[a] process for producing a bobbin 
of wrapping material having a pattern of additive material applied thereto, the process 
comprising: (i) supplying from a first bobbin a continuous strip of paper web of cigarette paper 
wrapping material; (ii) applying a predetermined pattern of virtually identical, spaced-apart 
bands of the additive material to the paper web, each band essentially perpendicular to a 
longitudinal axis of the wrapping material, (iii) subjecting the paper web to application of heat; 
and (iv) winding the paper web having the additive material applied thereto onto a roll, the roll 
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comprising a second bobbin of wrapping material having the additive material applied thereto." 
(Claim 7, emphasis added.) 

Claim 14 of the present invention, as amended, claims "[a] process for manufacturing a 
plurality of cigarettes each having a smokable rod circumscribed by a wrapping material, the 
process comprising: (i) providing a first bobbin comprising a continuous strip of the wrapping 
material, the wrapping material having two major surfaces; (ii) mounting the first bobbin on a 
first machine; (iii) unwinding the wrapping material from the first bobbin using the first 
machine; (iv) applying the additive material in a predetermined pattern of virtually identical 
spaced-apart bands to one of the major surfaces of the wrapping material, each band essentially 
perpendicular to a longitudinal axis of the wrapping material, (v) ensuring that the additive 
material applied to the wrapping material has a solid form; (vi) winding the wrapping material 
having the additive material applied thereto onto a second bobbin; (vii) removing the second 
bobbin from the first machine; (viii) mounting the second bobbin on an essentially unmodified 
automated cigarette making apparatus; and (ix) using the automated cigarette making apparatus 
to manufacture a continuous cigarette rod by wrapping tobacco filler within the wrapping 
material having the additive material applied thereto supplied from the second bobbin." (Claim 
14, emphasis added.) 

The Official Action states that Smeed et al. discloses an apparatus and method having the 
claimed means for supplying a strip of paper (element 7), means for applying a predetermined 
pattern, (roller stations 12-14), means of controlling heat (heater 17), and means for winding the 
paper web (means 30). The Official Action states that, as for claims 2, 12, 19, and 40, Smeed et 
al. discloses the claimed predetermined pattern, deemed as the pattern in the form of dots or 
bands applied to rollers 12-14 (Figs. 4-5); that, as for claims 3 and 9, the dryer 17 would 
inherently use a form of radiant neat to heat the heated air; that, as for claims 5, 1 1, and 18, the 
bobbin 18 is capable of holding the claimed paper roll with the expected width since the width of 
the paper reel is the diameter of the cigarette eventually formed and the total length of the paper 
wound on the paper reel would be sufficient to provide paper to the cigarette machine without 
periodic changes to the paper reel; that, as for claims 6, 13, and 20, the applied additive would be 
expected to be placed at the middle of the paper wherein it will eventually be the wrapper of a 
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cigarette in order to avoid the additive from flowing out; that, as for claims 8 and 16, the 
inspection is done by monitor 26; that, as for claim 14, the reel 30 is then unwound to form 
individual reels to be used in a tobacco rod machine (col. 8, lines 5 ff); that, as for claim 15, it is 
inherent that the additive applied is in solid form in order to be capable of being wound onto a 
reel and then transferred onto another reel; that, as for claims 21-22, the apparatus of Smeed et 
al. is capable of using the claimed liquids; that, as for claim 23, the reel 30 may be used as 
claimed; that, as for claims 25, 32, and 36, the applied adhesive would inherently alter the burn 
characteristics of the smokable rod made from the wrapper of Smeed et al.; that, as for claims 
26-27, 33-34, and 37-38, the rewind unit 30, which is controlled by a constant torque motor, 
determines the speed of the web, hence indirectly controlling the position of the additive 
material; that, as for claim 28, the claimed devices would inherently be used in order to split the 
reel 30 into a plurality of individual reels to be attached to each cigarette making machine; that 
as for claim 29, "see above," without pointing out to what "above" is referenced; and that, as for 
claim 39, the cigarette making machine would inherently provide a glue line in order to seal the 
wrapped tobacco rod. (Official Action, pp. 2-4.) 

Smeed et al. discloses a cigarette rod wrapper made from a paper web having printed on 
its outer surface a plurality of brand legends and a plurality of longitudinally spaced registration 
markings. The registration markings can be printed in the form of a dot or a bar transverse to the 
longitudinal direction of the web. The inner surface of the paper web is printed with a repetitive, 
regularly spaced pattern of a deposit of dots containing an additive arranged to improve the 
smoking qualities of a resulting smoking rod. The additive can be a burn control agent, a smoke 
producing agent, a smoke nucleation agent, a flavoring agent, or a physiologically active agent. 
The registration markings are used to ensure longitudinal registration of the printed deposit and 
to ensure that the tobacco rod is cut at the correct position. A sensor, such as an optical sensor, 
can control an advance and retard mechanism for controlling the accurate printing of the 
additive-containing deposits relative to the registration markings. A monitor can sense variations 
in the deposit according to the desired pattern of deposit. The deposit pattern can provide a 
concentration gradient along individual smoking rod lengths of the web. The width of the 
printed deposit will usually be less than the width of the wrapper used on a tobacco rod-making 
machine so as to allow a normal adhesive lap seam to be formed on the rod-making machine. 
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The paper web can be drawn through a printing machine from an unwind reel. The paper web 
can be wound up on a rewind roll for subsequent use in a continuous smoking rod-making 
machine. The additive can include a liquid carrier, which can be evaporated by a drier prior to 
the wrapper being curled to encircle tobacco filler in a cigarette rod-making machine. (Smeed et 
al., Abstract; col. 2, lines 4-7 and 16-31; col. 3, lines 53-64; col. 4, lines 3-11; col. 6, lines 63-64; 
col. 7, lines 1 1-20 and 63-65; col. 8, lines 20-28; claims 1, 2, and 9; Figs. 1 and 4 (emphasis 
added).) 

Nowhere does Smeed et al. disclose a predetermined pattern of virtually identical, 
spaced-apart bands of the additive material, each band essentially perpendicular to a 
longitudinal axis of the wrapping material, as in claims 1, 7, and 14 of the present application. In 
contrast, Smeed et al. discloses only a repetitive, regularly spaced pattern of a deposit of dots 
containing an additive. Therefore, Applicant respectfully submits that Smeed et al. fails to 
disclose each and every element of the present invention. As such, Smeed et al. is deficient as a 
reference with respect to claims 1, 7, and 14. 

Claims 2-3, 5-6, 23, and 25-29 depend from claim 1; claims 8-9, 11-13, 30, and 32-34 
depend from claim 7; claims 15-16, 18-22, and 36-40 depend from claim 14. Therefore, claims 
2-3, 5-6, 8-9, 11-13, 15-16, 18-23, 25-30, 32-34, 36-40 are likewise not anticipated by Smeed et 
al. 

With respect to claims 6, 13, and 20, the Official Action states that the applied additive 
would be expected to be placed at the middle of the paper wherein it will eventually be the 
wrapper of a cigarette in order to avoid the additive from flowing out. Claim 6, as amended, 
claims a "pattern of bands . . . spaced at no less than 15 mm and no greater than 25 mm from the 
inside edges of adjacent bands'' (Emphasis added.) Claim 13, as amended, claims "each band . 
. . spaced at no less than 15 mm and no greater than 25 mm from the inside edges of adjacent 
bands'' (Emphasis added.) Claim 20, as amended, claims "a predetermined pattern of the bands 
. . . spaced at no less than 15 mm and no greater than 25 mm from the inside edges of adjacent 
bands." Applicant respectfully points out that claims 6, 13, and 20 do not reference "the middle 
of the paper" or placement of the bands for the purpose of "avoiding] the additive from flowing 
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out." Nowhere does Smeed et al. disclose a pattern of bands spaced at no less than 15 mm and 
no greater than 25 mm from the inside edges of adjacent bands, as in claims 6, 13, and 20. 
Therefore, Applicant respectfully submits that Smeed et al. fails to disclose each and every 
element of, and does not anticipate, claims 6, 13, and 20. 

With respect to claim 22, the Official Action states that the apparatus of Smeed et al. is 
capable of using the claimed liquids. Claim 22 claims "... applying an additive material that 
includes at least one starch-based material," and does not reference a liquid as asserted by the 
examiner. Nowhere does Smeed et al. disclose applying an additive material that includes at 
least one starch-based material, as in claim 22. Therefore, Applicant respectfully submits that 
Smeed et al. fails to disclose each and every element of, and does not anticipate, claim 22. 

For all of these reasons, the Office is respectfully requested to withdraw the rejections of 
claims 1-3, 5-9, 11-16, 18-23, 25-30, 32-34, and 36-40 under 35 USC § 102(b). 

Claims 4, 10, and 17 — 35 USC $ 103(a) 

The rejections of claims 4, 10, and 17 under 35 USC § 103(a), as being unpatentable over 
Smeed et al. al. in view of Collins et al. are respectfully traversed. 

The Official Action states that Smeed et al. is silent with respect to heating the paper 
wrapper using microwave units; that Collins et al. discloses using hot air, microwaves, or other 
forms of heating to set the adhesive being placed on a cigarette paper wrapper; that, as shown by 
Collins et al., using microwaves to set the adhesive is an alternative means to heat the paper 
wrapper; and that at the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to use other forms of heating such as microwave heating as taught by 
Collins et al. in order to set the additive provided on the cigarette wrapper of Smeed et al. 
(Official Action, pp. 4-5.) 
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As discussed herein, Smeed et al. fails to disclose a predetermined pattern of virtually 
identical, spaced-apart bands of the additive material, each band essentially perpendicular to a 
longitudinal axis of the wrapping material, as in claims 1, 7, and 14 of the present application. 
Thus, Smeed et al. fails to disclose each and every element of the present invention as in claims 
1, 7, and 14, and as such fails as reference with respect to claims 1, 7, and 14. 

Collins et al. discloses an apparatus and a method for laminating patches to a base web. 
Two webs are fed at different but related speeds. Patches are cut from the patch web and 
transferred to the other web while being accelerated to a higher speed. The glue used in the 
lamination process can be set in a drying station using microwaves. (Collins et al., Abstract; col. 
3, lines 27-41; col. 4, lines 28-34.) 

Thus, Collins et al. also fails to disclose a predetermined pattern of virtually identical, 
spaced-apart bands of the additive material, each band essentially perpendicular to a 
longitudinal axis of the wrapping material, as in claims 1, 7, and 14. As a result, Collins et al. 
fails to disclose each and every element of claims 1, 7, and 14. Accordingly, Collins et al. fails 
as a reference with respect to claims 1, 7, and 14. Collins et al. fails to overcome the deficiencies 
of Smeed et al. as a reference. Therefore, Applicant respectfully submits that claims 1, 7, and 
14, and claims 4, 10, and 17, which depend from either claim 1, 7, or 14, would not have been 
obvious over Smeed et al. in view of Collins et al. 

Moreover, Applicant respectfully submits that not only does Smeed et al. or Collins et al. 
not teach or suggest each and every element of the present invention, neither Smeed et al. nor 
Collins et al. provides any suggestion or motivation to combine or to modify the disclosures of 
either reference to provide the apparatus and processes of the present invention. Smeed et al. nor 
Collins et al. provides any suggestion or motivation to combine or to modify the repetitive, 
regularly spaced pattern of a deposit of dots containing an additive, as disclosed by Smeed et al., 
and/or the apparatus and a method for laminating patches to a base web, as disclosed by Collins 
et al., to provide a predetermined pattern of virtually identical spaced-apart bands of the 
additive material, each band essentially perpendicular to a longitudinal axis of the wrapping 
material, as in claims 1, 7, and 14 of the present invention. 
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Accordingly, there would have been no apparent reason, to a person of ordinary skill in 
the art at the time of the invention, to combine the teachings of Smeed et al. and Collins et al., or 
to modify the teachings in either reference, to provide the apparatus of the present invention in 
claims 1, 7, and 14. There would have been no expectation that any such combination or 
modification would have resulted in the apparatus or processes of the present invention in claims 
1, 7, and 14. Therefore, the results of the present invention in claims 1, 7, and 14 are unexpected 
and/or unpredictable. Consequently, an assertion that claims 1, 7, and 14 would have been 
obvious at the time of the invention with respect to the teachings of Smeed et al. in view of 
Collins et al. is impermissible hindsight in view of the present application. Therefore, Applicant 
respectfully submits that claims 1, 7, and 14, and claims 4, 10, and 17, which depend from either 
claim 1, 7, or 14, would not have been obvious over Smeed et al. in view of Collins et al 

For all of these reasons, the Office is respectfully requested to withdraw the rejections of 
claims 4, 10, and 17 under 35 USC § 103(a). 

CONCLUSION 

Applicant submits that a full and complete response has been made herein to the Official 
Action and, as such, all pending claims in this application are now in condition for allowance. 
Therefore, Applicant respectfully requests early consideration of the present application, entry of 
all amendments herein requested, withdrawal of all rejections and objections, and allowance of 
all pending claims. 

The Office is respectfully invited to contact J. Michael Boggs at (336) 747-7536, to 
discuss any matter relating to this application. 
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Respectfully submitted, 
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Date J. Michael Boggs 

Reg. No. 46,563 




Kilpatrick Stockton LLP 
1001 West Fourth Street 
Winston-Salem, NC 27101 
(336) 747-7536 
(336) 734-2632 (facsimile) 
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